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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address -- 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER. FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent tenm adjustment. See 37 CFR 1.704(b). 

Status 

1 )^ Responsive to communication(s) filed on 12 July 2006 . 
2a)n This action is FINAL. 2b)IEI This action is non-final. 

3) n Since this application is in condition for allowance except for fomnal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 1.4-1 1. 14-17, 19 and 21-75 is/are pending in the application. 

4a) Of the above claim(s) 25-72 is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) |EI Claim(s) 1.5-11,14-17,19,21-24 and 73 is/are rejected. 

7) S Claim(s) 74 and 75 is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1,1 21(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or fonri PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)n All b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114 was filed in this application 
after appeal to the Board of Patent Appeals and Interferences, but prior to a decision on the 
appeal. Since this appUcation is eligible for continued examination under 37 CFR 1.114 and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the appeal has been withdrawn pursuant to 
37 CFR LI 14 and prosecution in this application has been reopened pursuant to 37 CFR 1.114. 
Applicant's submission filed on 7/12/2006 has been entered. 

Status of claims 

Claims 1,4-1 1,14-17,19, 21-75 are pending. Claims 25-72 are withdrawn as directed to a 
non-elected invention. Claims 1, 3-11, 14-17, 19, 21-24, 73-75 are directed to the elected 
invention. 

Claim Objections 

Claim 1,5-1 1, 14-17, 19, 21-24, 73-75 objected to because of the following informalities: 
Claims 1,5-11, 14-17, 19,21-24, 73 claim a monomer formula I (claims 5-11, 14-17, 19, 21-24, 
73 are dependent on claim 1), Claim 74 claims a monomer of formula I and Claim 75 claims a 
monomer of formula I. However, claims 1, 74 and 75 each contain different formulas. In the 
Specification, the monomers claimed are species of formula I but they are not formula 1. The 
claims, however, suggest that each of the formula claimed therein are formula L The Examiner 
suggests that the claim recite "An antimicrobial lens comprising silver and a polymer comprising 
a monomer having the following formula," 
Appropriate correction is required. 
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Claim Rejections - 35 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(f) he did not himself invent the subject matter sought to be patented. 

Claims 1,5-11,14-17, 19, 21-24, 73 are rejected under 35 U.S^.C. 102(f) because the 
applicant did not invent the claimed subject matter. 

WO 2004/047878 expressly disclose silicon soft contact lenses prepared by adding 0.20 
weight percent of CYST to a monomer mix of Table I, curing in a molds and placing in 0.315 
mg/ml solution of silver nitrate with the [Ag]NR calculated to be 57(2) ppm based on the release 
rates (Page 17, lines 20-35, Pg. 18, lines 1-20, Pg. 25,lines 14-26, Pg. 26, lines 1-10). The 
inventive entity in the present application is riot the same as that in WO 2004/047878 but 
contains at least one inventor in common with the present application. 

The Examiner has duly considered the Applicant's arguments and declarations, however, 
deems the same xmpersuasive. None of the declarations address the WO 2004/047878 reference. 
As such, the Applicant has not provided evidence that overcomes the rejection herein. 

Conclusion 

A facsimile center has been established in Technology Center 1600. The hours of 
operation are Monday through Friday, 8:45 AM to 4:45 PM. The telecopier number for 
accessing the facsimile machine is 571-273-8300. 

Any inquiry conceming this communication or earlier communications from the 
examiner should be directed to Frank Choi whose telephone number is (571)272-0610. Examiner 
maintains a compressed schedule and may be reached Monday, Tuesday, Thursday, Friday, 6:00 
am -4:30 pm (EST). 

If attempts to reach the Examiner by telephone are unsuccessful, the Examiner's 
Supervisor, Dr. Johann Richter, can be reached at (571)272-0646. Additionally, Technology Center 
1600's Receptionist and Customer Service can be reached at (571) 272-1600. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Frank Choi 

Patent Examiner 
Technology Center 1600 
October 16, 2006 




Johann Richter,rh. D. Esq. 
^i^rvisory Patent Examiner 
Technology Center 1600 



